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Claims 106-108, 121-129, and 150-151 are pending in this application. Claims 1-105, 
109-120 and 130-149 are canceled. Claims 150 and 151 are new. No new matter has been 
added. Claims 106 and 121 are amended. 

The Examiner rejected claims 106-108, 121 and 126-129 under 35 U.S.C. § 102(b) as 
being anticipated by Laghi (U.S. Patent No. 5,1 17,822), Benetti (U.S. Patent No. 5,894,843) 
or Borst (U.S. Patent No. 5,836,121). 

The Examiner further rejected claims 106-108 and 121-129 under 35 U.S.C. § 102(e) 
as being anticipated by Boyd (U.S. Patent No. 5,779,661). 

Applicants have filed a Petition to Accept an Unintentionally Delayed Claim of 
Priority on this date, a copy of which is attached. The correct priority claim is listed above as 
an amendment to the specification. Once the Petition Branch acts on the attached Petition, 
neither Benetti nor Borst will be citable as prior art, as the filings dates of Benetti (February 
20, 1996) and Borst (September 20, 1995) are after the filing date of the earliest filed related 
priority application that discloses the claimed subject matter: U.S. Patent Application Serial 
No. 08/486,941, filed June 7, 1995 (now U.S. Patent No. 5,799,661). Boyd will also be 
removed as prior art because it is the basis for the priority claim. At that point, Applicants 
request that the Examiner withdraw the rejections that use Benetti, Borst or Boyd as their 
basis. 

Upon correction of the priority claim, only one cited reference — Laghi — will continue 
to apply as prior art. Applicants submit that the independent claims 106 and 121, as amended, 
define novel subject matter. Applicants have amended claim 106 to claim a surgical retraction 
device that includes a shaft having a proximal end and a distal end, a contact surface adjacent 
the distal end for manipulating or retracting living tissue within a body cavity, and a means 
for applying a vacuum at the contact surface. 

Laghi does not teach or disclose such a device that includes a contact surface for 
manipulating or retracting living tissue within a body cavity that has a means for applying a 
vacuum at the contact surface. Instead, Laghi discloses a heart spoon for slipping under the 
heart to isolate the heart from the thoracic cavity and for supplying a cooling fluid to the heart 
and thoracic cavity. See Laghi, col 1:48-50; col 4:7-17. 
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Referring generally to Figure 3 of Laghi, spoon 10 is used to space the heart from the 
thoracic cavity by slipping it under the heart. Cradling part 14 of spoon 10 is shaped to cradle 
the heart. Col 3:43-47. Thus, the upper surface of the cradling part 14 contacts the heart. 
Coolant is fed through passageway 24 to perforations 30 within cradling part 14, where it 
flows up to the rim of cradling part 14 and down around its external walls 32. Col 3:56-62. 
The coolant collects or puddles below the spoon within the thoracic cavity. Col 4:7-14. The 
puddle is drained via apertures located on the underside of spoon 10: "A manifold member 
36 of linear configuration is formed integrally with the bottom wall 38 of part 14 . . .." Col 
4:16-20 (emphasis added). As is shown in Figure 3, arrows 41 depict the coolant being 
aspirated via apertures 40 through passageway 42. As a result the means supplied in Laghi for 
applying a vacuum are not located at the contact surface. Instead, the means is located below 
the contact surface, where the coolant puddles. Thus, Laghi does not teach or disclose the 
elements of claim 106, and Applicants request the Examiner to withdraw the rejection as to 
claim 106 and the claims that depend from claim 106, claims 107, 108, 150 and 151. 

As to claim 121 and those claims that depend from claim 121, Applicants submit that 
Laghi does not disclose or teach the claims invention. Claim 121 claims a surgical retraction 
device for retracting a body structure within a body cavity that includes a rigid shaft having a 
distal end and a proximal end, the shaft having a contact surface near the distal end with a 
curvature selected to conform to the external surface of the body structure, and a textured, 
porous material attached to the contact surface for fiictionally engaging the body structure, 
wherein a distal portion of the shaft including the contact surface and porous material may be 
introduced into the body cavity through an opening with a diameter of at most about 1 2 mm. 

The device disclosed in Laghi is described above. Applicants have reviewed the Laghi 
disclosure and do not find any teaching of a contact surface having a textured material 
attached thereto for frictionally engaging the body structure. Nor is there any teaching to size 
the shaft, contact surface and porous material such that it may be introduced through a small 
opening. As such, Applicants submit that claims 121-129 are allowable over Laghi, and 
request the Examiner to withdraw the rejection. 

In the event that it becomes necessary to charge additional extension fees or any 
additional charge, Applicants hereby grant the Commissioner permission to charge the 
Deposit Account No. 10-0750/HRT281/BST. 
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If the Examiner believes that a discussion of the pending claims would expedite the 
prosecution of this application, he is invited to contact the undersigned. 



Johnson & Johnson 

One Johnson & Johnson Plaza 

New Bmnswick, NJ 08933-7003 

(732) 524-1239 

Dated: January 12, 2004 



Respectfully submitted. 




Brian S. Tomko 
Reg. No. 41,349 
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